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sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions, 
other than Patent Office decisions, is given in full so far as they 
relate to trade-marks, or allied subjects, with references to 
the official or other reports, if any, in which the cases are to be 
found, and with annotations and cross references, designed to 
illustrate the development and assist in the study of this branch 
of the law. 

It likewise-contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, relating 
to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. _ It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publica- 
tion from the beginning. This feature adds immeasurably to the 
usefulness of the publication and to the availability of the ma- 
terial contained in it. | 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 
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STANDARD Brewery Co. or Batrimore City v. INTERBORO 
BREWING Co. Inc. 
(229 Fed. Rep. 543) 


United States Circuit Court of Appeals 
3 Second Circuit, January 11, 1916 


1. TrapE-Marks—REGIstRATIONS—EXTENT OF RIGHT 
The right which a person obtains by the registration of a trade-mark 
under the federal statute is coterminous with the territory of the United 
States, and entitles him to enjoin the use of the same mark in interstate com- 
merce by another, even in a territory distant from that covered by the 
registrant. 
2. TrapE-Marks—AssIGNMENT 
A trade-mark may not be assigned except in connection with an existing 
business or good-will. An assignment of a registered trade-mark by one 
claiming under the registrant, but who has ceased to use the mark, conveys no 
title. 


On appeal from a decree dismissing the bill. Reversed. 
See also 5 T. M. Rep. 108; 6 T. M. Rep. 139. 


A. Cox and Robert W. Byerly, both of New York City, and 
E. Walton Brewington, of Baltimore, Md., for appellant. 

W. H. Small, of New York City (Henry A. Rubino and Her- 
man C. Rubino, both of New York City, of counsel), for appellee. 


Before LacomBE, Coxe, and Warp, Circuit Judges. 


LacomBE, Circuit Judge:—Apparently the District Judge 
reached the conclusion that complainant was entitled to continue 
selling under its trade-mark within its own territory, Baltimore 
and vicinity and the West Indies, while defendant was free to sell 
under the same trade-mark in its territory, New York and vicinity. 


— 


Much the same result was accomplished, by applying the doctrine 
of laches, in the case of Carroll v. McIlvaine. (Our opinion therein 
will be found in 183 Fed. Rep. 22, 105 C. C. A. 314.) But in this 
“ase we are dealing with no question of laches, in moving against 
the defendant as we were in the Carroll Case. Trade-mark 
registered under the statutes of the United States is declared 
upon. The rights which a person obtains by registration of a 
trade-mark under those statutes are coterminous with the ter- 
ritory of the United States. 
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Upon application filed January 5, 1906, and which stated that 
the trade-mark had been used continuously in its business since 
July 1, 1903, complainant on March 15, 1907, obtained a regis- 
tered trade-mark for the name “Bismarck” applied to packages 
of beer. The evidence shows that certainly since July, 1904, 
plaintiff has been selling its beer continuously under that name. 
The evidence also indicates that, except for defendant’s sales to 
be referred to later, no beer was sold anywhere in the United States 
subsequent to May, 1904, under the name “Bismarck.’’ We 
have, then, a registered United States trade-mark issued to an 
individual at a time when such individual was and for some time 
had been the only individual selling under that trade-mark; sub- 
sequent to the issue the same individual continues selling his goods 
under that mark for several years, with no one else selling goods 
under the same mark; finally, six years after registration, de- 
fendant begins selling under such mark. Manifestly a prima 
facie case of infringement of the statutory trade-mark is made out. 
It is in order, then, to consider the defenses. 

In 1912 defendant decided to use the name “Bismarck” as 
trade-mark for beer of its brewing. Quite naturally it apprehended 
that a similar use of the name of the great Chancellor had been 
made before, and undertook to ascertain if this were so. Its 
investigation seems to have been quite carelessly conducted, be- 
cause it wholly failed to discover the registration of complainant’s 
trade-mark in the Patent Office in 1907. It did, however, dis- 
cover, the registration in that office of the words “ Bismarck Brau’’ 
by one Charles Weiler, of Moorestown, N. J., on December 8, 
1890. Defendant tried to get into communication with Weiler, 
but found he was deceased, whereupon it began to market its 
beer as “Bismarck” in 1913. Subsequently learning of complain- 
ant’s use of the trade-mark, it made a further search as to the 
Weiler trade-mark with the following results: Weiler was an 
employe of the Henry Muller Brewing Company. Apparently 
neither he nor that company ever sold any beer under the trade- 
mark. The registration of Weiler, by mesne assignments, came 
into the possession of the Bergner & Engel Brewing Company, 
with which the Muller Company had amalgamated, but the Berg- 
ner & Engel Company has never “used the brand of beer known 
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as Bismarck.”” In November, 1894, the latter company assigned to 
Habitch & Co. an exclusive license under this Weiler registration 
to use the trade-mark in the New England States. Habitch & 
Co. sold beer under this mark until 1900, when they amalgamated 
with other companies to form the Massachusetts Breweries Com- 
pany. The latter company continued to sell beer under the trade- 
mark until May 26, 1904; since then it has discontinued sales. On 
May 8, 1913, defendant obtained from the Massachusetts Brewing 
Company a letter purporting to license defendant to use the trade- 
mark on condition that it would guarantee that its products 
would not be sold in New England. 

We are of the opinion that this series of transactions did not 
clothe defendant with title to the Weiler registration, or give it any 
established trade-mark. Since neither Weiler, nor the Muller 
Company, nor the Engel Company ever sold any beer under the 
trade-mark, the “exclusive license’ to the Habitch Company, 
being merely an attempted transfer of name, without business or 
good will, conveyed no title. At the best its issuance might estop 
the Engel Company from interfering with sales by the Habitch 
Company. Since the Habitch Company ceased doing business 
in 1900, and the Massachusetts Company ceased selling beer 
under the trade-mark in 1904, the latter’s license to defendant was 
merely an attempt to transfer a name without any business or 
good will, and effected nothing. The facts above cited do not 
establish a defense to the prima facie case. 

Defendant also attacks complainant’s title to its registered 
trade-mark. It appears that, prior to its application for regis- 
tration, complainant, wishing to use the name “ Bismarck” and 
hearing of Weiler’s registration, applied to the Engle Company 
and obtained from them an assignment thereof, excepting the New 
England States. Apparently it supposed that it thereby ac- 
quired some rights, for it at once (in 1904) proceeded to sell Bis- 
marck beer. It had really obtained nothing by the assignment, 
since it purported to transfer a name only, without any business 
or good will. Indeed, there was no business or good will for the 
assignor to transfer, since neither Weiler, nor the Muller Com- 
pany, nor the Engel Company had ever sold any “ Bismarck beer.” 
Thereupon complainant filed application January 5, 1906, for 
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registration of the trade-mark “‘ Bismarck”’ in its own name, on 
the strength of its continuous use since July 1, 1903, with the usual 
declaration that to the best of its knowledge no one else had any 
right to it. Interference was declared between its application 
and the Weiler registration, and eventually the registered trade- 
mark here sued on was granted May 19, 1907. Why this action of 
the Patent Office was not proper under the circumstances, and 
why it did not give to complainant the usual rights secured to a 
person who obtains such registration, we fail to see. 

It is urged that the office was not fully informed as to the as- 
signment from Engel Company to complainant with its exception 
of New England territory. But if everything here proved had 
been laid before the office, it would have been its duty under the 
statute to grant the registration. By the assignment from the 
Engel Company complainant had obtained nothing, but it showed 
that certainly since July, 1904, it had continuously sold “ Bis- 
marck beer” as part of its regular business. The so-called license 
to the Habitch Company from the Engel Company, which never 
had a Bismarck beer business, conveyed nothing. The sales of 
Bismarck beer in New England by Habitch Company ceased in 
1900, and by Massachusetts Breweries ceased in May, 1904. So 
far as the record shows, no one else in the United States was selling 
beer under such trade-mark, and as exclusive dealer for over two 
years complainant was entitled to his registration. 

The decree is reversed. 


Coca-Coua Co. v. J. C. Butter & Sons. 
(229 Fed. Rep. 224) 


United States District Court 
Eastern District of Kentucky, Western Division, February 7, 1916 


1. Trape-Marks—PROTECTION. 

The protection given by law to trade-mark has a twofold object; to pro- 
tect the owner in his property and to protect the public from being deceived 
by reason of a misleading claim. 

2. TRADE-Marks—INFRINGEMENT—DECEPTION 

The use of any simulation of a trade-mark which is likely to induce com- 
mon purchasers exercising ordinary care to buy the article to which such sim- 
ulation is affixed in the belief that it is the product of the owner of the trade- 
mark, is unlawful and will be enjoined. 
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3. Unratr Competition—Use or MANUFACTURER'S TRADE-MARK ON GENUINE 
Goops. 

Where a manufacturer of a beverage sells in bulk a syrup for making the 
beverage and also puts the beverage up in bottles, the latter bearing a dis- 
tinctive trade-mark, one who purchases the syrup in bulk and manufactures a 
beverage therefrom which he bottles and to which he affixes the manufacturer’s 
distinctive labels is guilty of unfair competition. 

4. TrapeE-Marks—Lecat Monopouy 

The owner of a trade-mark enjoys a monopoly under the trade-mark law, 

which neither the Sherman act nor any other act of congress forbids. 


In Equity. Decree for plaintiff. 

The plaintiff seeks to enjoin the defendants, who constitute 
a mercantile firm, doing business under the firm name of J. G. 
Butler & Sons, from using, in connection with the manufacture, 
advertising, offering for sale, or sale of any beverage, the words 
‘“*Coca-Cola,”’ or any like word or words, and in any other manner 
infringing upon the plaintiff’s rights as owner of the trade-mark 
“Coca-Cola,” and also seeks an accounting of the damages sus- 
tained by it, by reason of the unlawful use of its trade-mark. 

The material allegations in the complaint are: That the plain- 
tiff is now, and has been ever since 1892, manufacturing and mar- 
keting a syrup for making a beverage sold to the public under the 
name of ““Coca-Cola.’’ That it became vested with and entitled 
to the sole and exclusive right to use that trade-mark, which has 
been duly registered in the United States Patent Office on May 
14, 1892, under the provisions of the Act of Congress of March 
3, 1891, c. 565, 26 Stat. 1106. That on April 22, 1905, registration 
of the said trade-mark was again allowed by the Commissioner of 
Patents under the Act of Congress approved February 20, 1905, ec. 
592, 33 Stat. 724. That it has manufactured and marketed, and 
is now manufacturing and marketing, two kinds of said syrup— 
one designed and adapted for making a beverage by mixing with 
carbonated water at soda fountains in the presence of the purchaser, 
which is intended for immediate consumption, and is a fountain 
drink, and is well known to the public. The other kind is designed 
and adapted to be used, and is used, for manufacturing a car- 
bonated beverage put up and sold for consumption in bottles; 
each of them being sold by the plaintiff in distinctive packages, 
bearing its trade-mark name on distinctive labels. That it has 
at all times insured and safeguarded the manufacture and bottling 
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of said carbonated bottled beverage made from its “Coca-Cola” 
bottling syrup, by selecting, designating, and licensing the bot- 
tlers using the said bottling syrup, and inspecting and supervising 
the manufacture, carbonating, and bottling of said beverage by 
said bottlers, so as to safeguard and insure the purchasers and 
consumers of said bottled product as to the quality, purity, and 
character thereof, and has under such circumstances and condi- 
tions, and none others, allowed and permitted the use of the name 
“Coca-Cola,” as the trade-mark therefor, and as plaintiff’s guar- 
anty of the authenticity of the said carbonated and bottled bever- 
age, and plaintiff’s supervision, inspection, and approval thereof, 
and responsibility therefor. So that in connection with a bottled 
drink the name “Coca-Cola” is plaintiff’s guaranty of genuineness 
and fidelity that such drink is properly made of proper materials, 
and is plaintiff’s assurance of cleanliness and excellence of manu- 
facture, carbonating, bottling, and sale, and is so relied upon by 
the purchasers and the public. That it has expended large sums 
of money in advertising to the public that its beverage, under its 
trade-name, can be had at fountains and in bottles, and that the 
bottled product which is offered to the public in bottles, with 
plaintiff’s trade-mark name “Coca-Cola,” applied to the bottled 
beverage, means to the public a beverage produced wholly under 
conditions which plaintiff supervises and controls, and one guar- 
anteed throughout by plaintiff to be so produced, and to be whole- 
some, palatable, and uniform, and is so understood by the public. 
It is then charged that the defendants have put upon the market 
in bottles a product somewhat resembling in taste and appearance 
the plaintiff’s bottled “Coca-Cola,” but which is not plaintiff’s 
bottled ‘‘ Coca-Cola,” and had applied to the crown of the bottles 
containing said defendant’s product, and upon labels attached to 
the bottles, the name “Coca-Cola,” as the trade-mark name 
therefor, without plaintiff’s permission or authority; that by reason 
thereof the public is being deceived into the belief, contrary to 
the fact, that the product of the defendants is the bottled product 
guaranteed by the plaintiff, as aforesaid. 

The answer of the defendants pleads that they are not suf- 
ficiently informed as to some of the allegations that are set out 
in the complaint, and therefore demand strict proof thereof. 
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They deny that they have put upon the market in bottles any 
product resembling in taste and appearance the plaintiff’s bot- 
tled “Coca-Cola,” but allege the truth to be that the article they 
have put on the market is the genuine, identical article and prod- 
uct known as “Coca-Cola.” They admit that they have applied 
to the crowns of the bottles containing such product, and upon 
labels attached thereto, the name “Coca-Cola,” but deny that it 
was done without authority. They allege that they purchased 
said product for the identical purpose to which they have applied 
the same, from individuals and corporations who were the lawful 
owners thereof, and authorized to sell the same to these defendants 
for the purpose of retailing the same, bottled and carbonated as 
“Coca-Cola,” and therefore they deny that the result of this use 
by them has been to deceive the public into the belief, contrary 
to the fact, that the product of the defendants is the product 
guaranteed by plaintiff to be properly made of proper materials, 
and made, carbonated, and bottled under the plaintiff’s authority 
and supervision. They then plead that the plaintiff, by adopting 
a system of exclusive contracts, has undertaken to divide the 
country, and especially the territory in which the defendants are 
operating, into districts, whereby they have agreed to sell to such 
persons and corporations alone, and exclusively thus contracted, 
which was done for the purpose of establishing and maintaining a 
monopoly in the sale of said product, and preventing and destroy- 
ing competition in the sale thereof, among the different purchasers, 
and have refused and still refuse to sell and furnish such product 
or commodity to the defendants upon the same terms and condi- 
tions and at the same price as they are furnishing and selling this 
commodity to other purchasers thereof, all of which it is charged 
is for the purpose and object of lessening the competition and creat- 
ing a monopoly in the sale of said syrup, in violation of the laws 
of the United States. 

The cause was submitted upon an agreed statement of facts. 
From this it appears: That the plaintiff is the owner of the trade- 
mark “‘ Coca-Cola,” and it has been used by it and its predecessor 
in title since May, 1886. That it was duly registered as a trade- 
mark in the United States Patent Office, in conformity with the 
laws of the United States, as set out in the complaint. That it 
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has advertised the same throughout the United States and in 
foreign countries; and that over $10,000,000 have been expended 
by the plaintiff in advertising it. That it is made up for the public 
in two forms, as alleged in the complaint. That the following 
differences, among others, are made between the syrup ‘Coca- 
Cola” manufactured to be used at fountains and that to be sold 
in bottles: In 1,250 gallons of the finished product the bot- 
tler’s syrup contains 1,000 pounds more sugar than the other. 
It has 10 per cent. more coloring matter, to wit, caramel. It 
contains more phosphoric acid, and some percentage less of caf- 
feine, than does the syrup made to be used at soda fountains. The 
fountain syrup contains 28 pounds of caffeine to 1,250 pounds of 
the finished product, while that used in the bottler’s syrup contains 
only 25 pounds of caffeine to 1,250 pounds. That the plaintiff in 
its sales system has two methods by which the product is sold: 
First. The system by which the syrup manufactured for 
fountain sale is sold to jobbers and dispensers, to be sold from the 
soda fountain; the jobbers selling it to the dispensers under a 
contract that the plaintiff will supply it only in the original pack- 
age, that the jobber is not to sell or offer for sale as “‘ Coca-Cola,” 
any imitation of or substitute therefor, and upon compliance with 
the terms of the contract plaintiff will allow certain rebates to the 
jobber, depending upon the quantity bought, provided that the 
sales have been to dispensers only, and none to bottlers, or for 
the purpose of carbonating in bottles. The dispensers’ contract, 
which he is required to sign, obligates him that, when ‘Coca- 
Cola” is asked for, he will only supply “‘Coca-Cola”’ as manu- 
factured and furnished by the plaintiff, not to sell or offer for sale 
as “Coca-Cola” any imitation of or substitute therefor, and if he 
complies with these terms he is to receive a rebate, depending 
upon the quantity bought by him. The plaintiff does not enter 
into a dispenser’s contract directly, but only through the jobber. 
The fountain syrup is never sold for the purpose of bottling, and 
is not made or intended for the purpose of having the same bottled. 
Second. The syrup made for bottling purposes is sold to 
two corporations—one “The Coca-Cola Bottling Company,” 
and the other “Coca-Cola Bottling Company.” This sale is 
made under and by virtue of contracts entered into between the 
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plaintiff and the bottling companies. There was an original con- 
tract, which was later amended. The original contract was made 
on the 2Ist day of July, 1899, and by this contract the bottling 
company obligated itself to establish in the city of Atlanta, Ga., 
a bottling plant for the purpose of bottling this syrup, with car- 
bonic acid and water, and to prepare and put up in bottles, or 
other receptacles, a carbonated drink containing a mixture of 
“Coca-Cola,” syrup, and water charged with carbonic acid gas 
under a pressure of more than one atmosphere; the syrup to be 
in proportions of not less than one ounce to eight ounces of water. 
It also obligates itself to keep on hand a sufficient quantity to 
supply the demand in all the territory embraced in the agreement; 
that it is to buy all the “Coca-Cola” syrup from the plaintiff, 
upon the terms set forth, and it is not to buy any substitute there- 
for, or other syrup or substances, nor attempt to use or imitate in 
any article prepared by them “Coca-Cola” syrup. The plaintiff 
is also to furnish all necessary labels and advertising matter at 
its own cost. The right to use the name “Coca-Cola” and all the 
trade-marks and designs for labels then owned and controlled by 
the plaintiff, and the right to vend such preparation, or mixture, 
bottled or put up in bottles, in the United States, except the six 
New England states and the states of Mississippi and Texas, is 
granted to them exclusively; but the right to use the name, trade- 
mark, and labels is to apply only to the carbonated mixture de- 
scribed, and is not to apply to the soda fountain business. 

This contract was later amended by requiring the bottling 
company to buy all of the “Coca-Cola” syrup necessary to comply 
with the agreement directly from the plaintiff; not to sell, or in any 
way dispose, without the written consent of the plaintiff, of any 
“Coca-Cola,” except after it is carbonated and bottled. The 
labels and advertising matter furnished by the plaintiff aretobe 
paid for by the bottling company at what the actual cost and 
freight expense may be. By another amendment made to these 
contracts on April 24, 1915, the provision whereby the bottling 
company was to purchase the syrup directly from the plaintiff 
was amended by eliminating the condition that the bottling com- 
pany is to buy all the “Coca-Cola” necessary from the plaintiff. 
It also eliminates from the former contracts those provisions by 
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which the bottling company obligated itself not to use any sub- 
stitute, or substitutes, or to attempt to use or imitate “Coca- 
Cola” syrup, and in lieu thereof the bottling company agreed not 
to manufacture, deal in, sell, offer for sale, use, or handle, nor at- 
tempt to do so, either directly or indirectly, any product that is a 
substitute for or imitation of “‘Coca-Cola.”” By another provision 
in this last amendment to the former contracts the plaintiff selects 
the bottling company as its sole exclusive customer and licensee, 
for the purpose of bottling “Coca-Cola” in the territory heretofore 
acquired by it, and it agrees not to sell its fountain syrup to any 
one, when it knows that such syrup is to be used for bottling pur- 
poses; that under these contracts the bottling companies are not 
permitted to bottle the syrup manufactured for fountain purposes; 
that the two bottling companies have, with the approval of the 
plaintiff, given the right to certain local companies, which are 
established in different localities, for the purpose of bottling the 
bottling syrup of the plaintiff; that such a contract was made with 
the Little Rock Coca-Cola Bottling Company, for certain territory, 
which includes the town of Russellville and county of Pope, where 
the defendants are carrying on the business sought to be enjoined 
by this proceeding. 

It is further stipulated that the plaintiff sets the standard by 
which its product is to be bottled, and by a system of inspection 
and supervision inspects and supervises the bottling of its product, 
wheresoever made; that it requires that its bottled product shall 
be bottled, using certain proportions, that the plants must be 
kept clean, and the cases and bottles sent out in a sanitary and 
presentable manner, a close supervision being kept over the 
character of the goods sent out; that a minute inspection is main- 
tained in regard to the character, purity, and wholesomeness of 
the bottled “‘Coca-Cola.”” The bottling companies have no con- 
nection in any way, shape, or manner with the sale of the fountain 
product. This supervision and inspection extends to all plants 
that bottle “Coca-Cola,” no matter where situated. The differ- 
ence between these two products arose from the fact that it devel- 
oped, in the process of bottling, that the product, when bottled, 
stood for a longer time after its carbonation than did the syrup 
used at the fountains, and therefore, in order to provide for this 


es 


ee 





COCA-COLA CO. V. J. C. BUTLER & SONS 213 


contingency, a difference had to be made in the bottled product, 
and further that the character of the trade was best supplied by 
making a specific syrup for the particular purpose of bottling; that 
the syrup is not consumed by the public, only after being mixed 
with the proper proportions of water; that the system of super- 
vision and inspection exercised by the plaintiff and the parent 
bottling companies consists of the following: 

In order to see that the product is bottled in a certain manner, 
and that the business is properly conducted, a system of super- 
visions has been organized by the plaintiff, known as the “ Inspec- 
tion Department.” ‘This inspection department has a competent 
man at the head, whose duty it is to divide up the territories in 
such a manner that they can be covered advantageously by the 
inspectors. Five inspectors in this department operate in the 
Southern States. The head inspector routes these different in- 
spectors and follows them up. A report is required from these in- 
spectors from each different plant visited. Samples of the product 
are taken from the plant, which product is tested in the plant, to 
see whether or not the product conforms to the standard estab- 
lished; these inspectors being trained men. The inspectors are 
equipped with gas test gauges and hydrometers and other instru- 
ments to enable them to determine whether or not the product is 
being put up according to instructions. They carry other gauges 
and other things to test each machine used by the bottling plant, 
to determine whether or not the machines are throwing the proper 
amount of syrup into each particular bottle. Samples are taken 
of the product, both before and after the process of carbonation. 
These samples are forwarded to the head inspector at Atlanta, 
where they are chemically examined and if any difference appears 
they must immediately make the changes necessary to bring them 
to the standard prescribed by the plaintiff. If necessary, the 
chemical expert and a member of the advisory board are sent to 
make personal investigations of the plant. 

The water used in the carbonating is chemically tested, and 
the sanitary condition of the plant is investigated, the latter being 
one of the main questions considered at all times. The question 
of carbonation in making the bottled product is given strict at- 
tention by the inspectors and chemical experts; proper carbonation 
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depending upon the machinery, the kind of water, and the tem- 
perature of the water used. As warm water cannot be carbonated, 
the bottling plants are required to install cooling plants to get the 
proper carbonation. The proper amount of carbonic acid gas, 
not only gives the product life, but helps to preserve it against 
deterioration, and thereby preserves the standard of the product. 
This supervision and inspection is carried on in each and every 
bottling plant. 

It is further stipulated that the defendants have not been 
given a contract, nor express permission, directly or indirectly, to 
bottle either product of the Coca-Cola Company, nor use the trade- 
mark “Coca-Cola.” Notwithstanding this fact, the defendants 
are engaged in the manufacture and bottling of beverages, and are 
bottling and putting upon the market a product, a bottle of which 
is filed as evidence. The syrup used in making up this product by 
the defendants is the fountain syrup manufactured by the Coca- 
Cola Company, and which they obtain in the course of trade from 
jobbers or retailers who have purchased the fountain product of 
the Coca-Cola Company, and they bottle it without permission or 
authority from the plaintiff, and apply the trade-mark ‘‘Coca- 
Cola” thereto, by using the tops and labels of the plaintiff on the 
product, without authority from any one authorized to give it. 
These purchases are made from parties who are the lawful owners 
thereof, and who sell the same to the defendants in the due course 
of trade. The plaintiff, as well as the bottling companies, have 
refused to sell to the defendants the syrup for the purpose of bot- 
tling, although the defendants offered to purchase and pay therefor, 
and objected to their using the trade-mark “Coca-Cola” in con- 
nection with their bottled product, or to do anything to the plain- 
tiff’s syrup for the purpose of reselling or using the same. 


Moore, Smith, Moore & Trieber, of Little Rock, Ark. (Reed & 
Rogers, of Chicago, IIl., and Candler, Thomson & Hirsch, of Atlanta, 
Ga., of counsel), for plaintiff. 


Mehaffy, Reid & Mehaffy, of Little Rock, Ark., for defendants. 


TrRIEBER, District Judge (after stating the facts as above) :— 
It is not disputed by the defendants that the plaintiff is the lawful 
owner of the trade-mark, “‘ Coca-Cola,” that it is an asset of great 
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value, and that the defendants are bottling, offering for sale, and 
selling a bottled preparation, under the name of “‘Coca-Cola,” 
using the tops and labels prepared by the plaintiff for the prepara- 
tion bottled under its supervision, and furnished by it to those who 
are engaged in bottling it, under its authority or license, and that 
these tops and labels indicate to the public that it is the plaintiff’s 
preparation, made under its supervision and guaranteed by it. 
Although counsel have argued many important questions, there 
are only two issues, which under the allegations in the bill, answer, 
and agreed statement of facts are necessary for the determination 
of this case: 

(1) That the preparation bottled by the defendants is made 
of syrup made and sold by the plaintiff, and that it was purchased 
by the defendants for the identical purpose to which they have 
applied the same, and from parties who were the lawful owners 
thereof by purchase from the plaintiff, but not from the plaintiff, 
nor from its authorized vendees. 

(2) That by its manner of doing business, as is fully set out 
in the agreed statement of facts, the plaintiff seeks to establish an 
unreasonable monopoly in restraint of trade, and therefore in 
violation of the Act of Congress of July 2, 1890, c. 647, 26 Stat. 
209, known as the “Sherman Act,” and the amendments thereto, 
and the Act of October 15, 1914, c. 323, 38 Stat. 730, and known 
as the “Clayton Act.” 

In determining the issues in this case it is important to keep 
in mind the well-established principle of law that the protection 
given by law to trade-marks has a twofold object: To protect the 
owner in his property, and to protect the public from being deceived 
by reason of a misleading claim that the article bearing the trade- 
mark is the article manufactured by the owner of the trade-mark, 
when in fact it is not, but a substitute. The use of any simulation 
of a trade-mark, which is likely to induce common purchasers, 
exercising ordinary care, to buy the article to which the trade-mark 
is affixed, thereby indicating that it is the product of the owner of 
the trade-mark; is unlawful and will be enjoined. (McLean v. 
Fleming, 96 U.S. 245, 251, 24 L. Ed. 828; Kann v. Diamond Steel 
Co., 89 Fed. Rep. 706, 711, 32 C. C. A. 324, 329; Layton Pure 
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Food Co. v. Church & Dwight Co., 182 Fed. Rep., 24, 34, 104 C. 
C. A. 464, 474.) 

As the plaintiff, according to the allegations in the complaint 
and the agreed statement of facts, in addition to selling its product, 
guarantees it to be wholesome, palatable, and uniform, as well as 
its cleanliness and excellence of manufacture, carbonating, and 
bottling, and for that purpose maintains a very elaborate system 
of supervision, it would not only be an imposition on the public, 
who purchase the bottled preparation, but may cause great damage 
to the plaintiff, if permitted. 

If a person buying the bottled preparation, which has all the 
indicia of having been put up under the plaintiff’s supervision and 
guaranty,. the tops and labels on the bottles giving assurance of 
that fact, should sustain an injury by reason of the fact that it 
was improperly prepared, was unclean, contained unwholesome 
ingredients, had insufficient carbonic acid gas for its preservation, 
and by reason thereof is unfit as a beverage, or for any other 
cause, due to the negligence of plaintiff’s licensed bottler, is injured, 
the plaintiff may be liable to heavy damages. Having assumed 
this guaranty of its bottlers, the plaintiff not only has the right, but 
it is its duty, to take such steps as are necessary, by a proper 
system of inspection, to guard the public, as well as itself, against 
this danger. The well-recognized rule of law is that the manu- 
facturer of any article of food, drink, or drug intended for con- 
sumption, or of any dangerous articles, may be liable to the ulti- 
mate purchaser and consumer for negligence causing an injury, 
although there is no direct contractual relation between them, such 
an action resting on tort, and not on contract. (Waters-Pierce 
Oil Co. v. Deselms, 212 U.S. 159, 29 Sup. Ct. 270, 53 L. Ed. 453; 
Standard Oil Co. v. Murray, 119 Fed. Rep. 572, 57 C. C. A. 1; 
Huset v. J. I. Case Threshing Machine Co., 120 Fed. Rep. 865, 57 
C. C. A. 237, 240, 61 L. R. A. 303; Riggs v. Standard Oil Co. 
[C. C.] 180 Fed. Rep. 199; Keep v. National Tube Co. [C. C.] 154 
Fed. Rep. 121; Ketterer v. Armour [D. C.] 200 Fed. Rep. 322; 
Mazetti v. Armour, 75 Wash. 622, 135 Pac. 633, 48 L. R. A. [N.S.] 
213, Ann. Cas. 1915 C, 140; Thomas v. Winchester, 6 N. Y. 397, 
57 Am. Dec. 455; Statler v. Mfg. Co., 195 N. Y. 478, 88 N. E. 1063; 
Wellington v. Owl Co., 104 Mass. 64; Roberts v. Brewing Co., 211 
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Mass. 449, 98 N. E. 9°; Norton v. Sewall, 106 Mass. 143, 8 Am. 
Rep. 298; Bishop v. Weber, 139 Mass. 411, 1 N. E. 154, 52 Am. 
Rep. 715; Peters v. Johnson, 50 W. Va. 644, 41S. E. 190, 57 L. R. A. 
428, 88 Am. St. Rep. 909; Peterson v. Standard Oil Co., 55 Or. 511, 
106 Pac. 337, Ann. Cas. 1912A, 625; Tomlinson v. Armour & Co., 
75 N. J. Law, 748, 70 Atl. 214, 19 L. R. A. [N. S.] 923; Dizon v. 
Bell, 5 Maul. & Sel. 198.) 

The fact that the syrup used by the defendants is that manu- 
factured by the plaintiff, assuming that it had been made for bot- 
tling purposes, is immaterial, for the syrup, although the principal 
ingredient of the finished product, in only one of several used for 
the preparation, when offered to the consumer. To maintain the 
reputation, and consequently the favor of the consuming public, 
it is important to the manufacturer of the preparation beaiing 
its trade-mark that it should be wholesome, palatable, clean, and 
free from all impure and dangerous substances, regardless of the 
fact whether it was bottled by itself and sold by it directly to the 
consumer, or through its licensees. In this case the bill charges, 
and the agreed statement of facts admits, that the plaintiff manu- 
factures two different syrups, one for bottling and the other for 
fountain trade; that the syrup for bottling purposes differs in 
several material respects from that intended for the fountain trade; 
that the bottler’s syrup contains more sugar, has 10 per cent. more 
caramel for coloring purposes, contains more phosphoric acid, and 
less caffeine than the fountain syrup; and these two syrups are 
put up and sold in distinctive packages. 

The authorities are numerous that, when a a manufacturer of 
only one article of food and drink sells it in bulk, and also puts it 
up in bottles, the latter bearing a distinctive trade-mark, a pur- 
chaser of the article in bulk will be guilty of unfair competition, 
and enjoined, if bottling it and affixing the manufacturer’s dis- 
tinctive labels upon the goods bottled by him. (Krauss v. Peebles 
Co. [C. C.] 58 Fed. Rep. 585, 592; People v. Luhrs, 195 N. Y. 377, 
89 N. E. 171, 25 L. R. A. [N. S.] 473; Hennessy v. White, Cox, 
Manual Trade-Mark Cases, 377; Browne on Trade-Marks, §§ 910, 
759, and authorities there cited.) One of the reasons given for 
this rule is that, “unless the manufacturer can control the bottling, 
he cannot guarantee that it is the genuine article prepared by him.” 
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To this may be added that he cannot tell whether it is bottled in 
so careful a manner as is essential to the preservation of the article 
and the maintenance of its good reputation. This rule, of course, 
applies with much greater force when there are two varieties 
manufactured by the same party and sold under the same trade- 
mark, but intended to be placed on the market for different pur- 
poses, as is the case in the instant cause. (Russia Cement Co. v. 
Katzenstein (C. C.] 109 Fed. Rep. 314; Cook & Bernheimer v. Ross 
[C. C.] 73 Fed. Rep. 203; Thomas G. Plant Co. v. May Mercantile 
Co. [C. C.] 153 Fed. Rep. 229; MecIlhenny v. Hathaway [D. C.] 
195 Fed. Rep. 652 [2 T. M. Rep. 284]; Gillott v. Kettle, 3 Duer 
[N. Y.] 624; Spalding v. Gamage, 32 R. P. C. 273; Sebastian on 
Trade-Marks, page 159; Hopkins on Trade-Marks, page 275). 
A case almost identical with the facts in this case is Charles E. 
Hires Co. v. Xepapas ({C. C.] 80 Fed. Rep. 952.) 

In Powell v. Birmingham (|Yorkshire Relish Case] 14 R. P. C. 
730), it was testified that the difference between the two articles 
under consideration was only a pinch of salt, and the court held 
that, even in the case of such a small difference, the defendant 
had not proven the identity of their product with the plaintiff's. 
Of what benefit would a trade-mark be, if one buying the article 
protected by it were permitted to adulterate it, or given an oppor- 
tunity to do so, and then offer it to the public as the genuine article, 
protected by the trade-mark? The greatest value of a trade-mark 
is the reputation established by the excellence of the article, and 
the knowledge and appreciation of that fact by the consuming 
public. An article without any merit can derive no benefit from a 
trade-mark, and only a temporary benefit from the most extensive 
advertisement. It is like the value of a “good will” in an estab- 
lished going concern. It depends upon the successful operation 
of the business. Without that there is no value to it. Who 
would pay for the good will of a business conducted at a loss? 
The court is clearly of the opinion that, upon the facts in this case, 
the defendants are guilty of unfair competition. 

Do the facts show a violation of the Sherman Act against 
monopolies and stifling competition? The trade-mark laws, like 
the patent laws, give the owner a monopoly which neither the 
Sherman Act nor any other act of Congress forbids. It would be 
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a paradox to say that the exercise of a right, expressly granted by 
law, is unlawful. 

Counsel for defendants rely on Dr. Miles Medical Co. v. Park 
& Sons Co. (220 U. S. 373, 31 Sup. Ct. 376, 55 L. Ed. 502), and 
Coca-Cola Co. v. Bennett ({D. C.] 225 Fed. Rep. 429 [5 T. M. Rep. 
486]). What was decided in the Dr. Miles Medical Company 
Case was that the manufacturer of an unpatented proprietary medi- 
cine cannot, after an absolute sale of the article, fix the prices for 
future sales. The court, in its opinion in that case, holds that the 
restraint of trade must be determined by the particular circum- 
stances of the case, and the nature of the principles which are 
involved in it, and whether it is reasonable or unreasonable. In 
Coca-Cola Co. v. Bennett, there was no question of unfair competi- 
tion claimed by the plaintiff, which is the cause of complaint in this 
vase. Nor was there any claim in that case that the plaintiff 
guaranteed the purity, cleanliness, wholesomeness, and quality, 
by using its distinctive tops and labels on its bottles, and that, for 
the purpose of protecting itself against claims for damages on that 
guaranty, it maintains a system of supervision and inspection, as 
set out in the agreed statement of facts herein. Nor did it appear 
in that case that the defendants used for bottling the syrup in- 
tended for soda fountains, and which was not suitable for that 
purpose. The court also found that the defendants made the 
preparation in the identical manner contemplated by the parties. 
That case is therefore not applicable. In view of the responsibili- 
ties of the plaintiff and the right of the purchasers to obtain the 
identical article, which they desire to buy, the requirements of the 
plaintiff are reasonable, and in the end beneficial to the public. 

Are plaintiff’s acts in violation of the “Clayton Act”? That 
act provides (section 3): 

“That it shall be unlawful for any person engaged in commerce, in the course 
of such commerce, to lease or make a sale or contract for sale of goods, wares, 
merchandise, machinery, supplies or other commodities, whether patented or 
unpatented, for use, consumption or resale within the United States or any terri- 
tory thereof or the District of Columbia or any insular possession or other place 
under the jurisdiction of the United States, or fix a price charged therefor, or dis- 
count from, or rebate upon, such price, on the condition, agreement or understanding 
that the lessee or purchaser thereof shall not use or deal in the goods, wares, mer- 
chandise, machinery, supplies or other commodities of a competitor or competitors 
of the lessor or seller, where the effect of such lease, sale, or contract for sale or 


such condition, agreement or understanding may be to substantially lessen com- 
petition or tend to create a monopoly in any line of commerce.” 


Pt GN a AGE REDS CEA EL opt einige et 


eee 


sa ANE. 


= 


Pre 


a RT EE LENO TT 





220 SIX TRADE-MARK REPORTER 


This act is invoked by the counsel for the defendants, in 
view of the agreed statement of facts that: 

“The plaintiff, as well as the bottling companies, through whom its syrup 
is sold to the retail dealer, have refused to sell to the defendants the syrup for 
the purpose of bottling, although the defendants offered to purchase and pay 


therefor, and objected to their use of the trade-mark ‘Coca-Cola,’ in connection 
with their bottled product.” 


Whether that act is to be construed so as to compel one to 
sell his wares or manufactures to any one applying therefor cannot 
be determined in this case, as this is not an action to obtain relief 
of that nature, and is therefore not involved. Any one interested 
in that question may consult Union Pacific Coal Co. v. United 
States (173 Fed. Rep. 737, 97 C. C. A. 578), and Great Atlantic 
& Pacific Tea Co. v. Cream of Wheat Co. ({(D. C.] 224 Fed. Rep. 
566 [5 T. M. Rep. 339], affirmed. 227 Fed. Rep. 46,—C. C. A.— 
[5 T. M. Rep. 469]). 

The issue in this case, as has been hereinbefore set forth, is 
whether one purchasing one of the ingredients of a preparation, 
although it be the chief one, can use it, without permission of the 
manufacturer, in such a manner that it may injuriously affect the 
manufacturer, the intending purchaser having the means to adul- 
terate it, and by the use of the trade-mark and name of the manu- 
facturer sell it to the public as the genuine article. It would, 
although not impossible, certainly be a great hardship on the 
plaintiff, if it were required to permit its preparation to be bottled 
in every community throughout the United States, no matter 
how small the purchases for that community may be, and maintain 
such supervision over the bottling as under its system it maintains 
and deems necessary. By confining its sales to bottling com- 
panies doing business in cities so centrally located as to be able 
to supply the demand for its syrup, and at the same time enable 
it to supervise the bottling under its system, it does all which can 
be reasonably expected of it, and the law demands. The plain- 
tiff, like all other manufacturers and dealers, is no doubt anxious 
to extend its trade as much as possible, and self-interest, if nothing 
else, will induce it to peimit its preparation to be bottled in as 
many places as the trade, and its own interests, will justify. 
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NORUB MFG. CO. 

The court is of the opinion that the defendants are guilty of 
unfair competition, and that the business of the plaintiff, as con- 
ducted, is not in violation of any of the “anti-trust acts” of the 
United States. A decree granting a permanent injunction in 
conformity with the prayer of the bill may be prepared and sub- 
mitted to the court for approval. 





Van ZitE v. Norus Mere. Co. 
(228 Fed. Rep. 829) 
United States District Court 
Eastern District of New York, January 18, 1916 


Unratr CoMPetitTioN—INFRINGEMENT—SIMILARITY OF Goops 
The owner of a trade-mark for two laundry articles may enjoin the use 
of a like mark upon a germicide used in sweeping. 





In Equity. Decree for plaintiff. 


Wetmore & Jenner, of New York City (Oscar W. Jeffery, of 
New York City, of counsel), for plaintiffs. 
Otto Munk, of New York City, for defendant. 


CHATFIELD, District Judge:—This cause of action is based 
upon the alleged infringement of a registered trade-mark and also 
an allegation of unfair competition. The defendant uses the 
word “ Nodust”’ with the word “Lee’s”’ inclosed in a shield and 
bearing the word “‘trade-mark” (although this is not a registered 
trade-mark) as part of the design and reading matter, on a cylin- 
drical shaped can, containing a green powder to be used as a germi- 
cide and cleanser in sweeping. 

The plaintiffs’ articles as marketed at present consist of 
pasteboard boxes bearing the registered trade-mark of a shield 
’ inclosing the words: 
“Guarantees 

“VAN’S 
“Satisfaction.” 

The boxes containing an aid in the washing of clothes, bear 
the word “‘ Norub,”’ while those containing an article to assist in 
the starching of clothes to be ironed, bear the word *‘ Addit.” 

The plaintiffs limit their charge of unfair competition to the 
use of the shield alone, and it is evident that a word of the “No- 
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dust”’ or ““ Norub” formation, aside from the fact that such words 
may be used by the public generally (Van Zile v. Norub Mfg. Co. 
[1910] no written opinion) could not be registered, as a trade-mark, 
when merely descriptive and not constituting a fanciful title. 
(John T. Dyer Quarry Co. v. Schuykill Stone Co. [C. C.] 185 Fed. 
Rep. 557 [1 T. M. Rep. 63]; Florence Mfg. Co. v. J. C. Dowd & 
Co., 178 Fed. Rep. 73, 101 C. C. A. 565; Rice-Stix Dry Goods Co. 
v. J. A. Seriven Co., 165 Fed. Rep. 639, 91 C. C. A. 475. 
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The defendant includes the word “ Nodust”’ within the shield. 
The general display of the defendant’s shield and the words in- 
closed make the ‘‘Nodust”’ prominent, rather than the “‘ Lee’s,”’ 
while in the plaintiffs’ articles the word “‘Norub”’ is outside of 
the shield and the trade-mark is confined to the manufacturer’s 
name. Upon the present form of defendant’s product the shield 
is with difficulty distinguished from the general lines or rulings 
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upon the design of the can itself, and it is impossible for the court 
to hold that the defendant’s package, as now placed upon the 
market, is of itself likely to mislead the public, or that it is an 
infringement of the registered trade-mark in which the name of 
the plaintiffs, surrounded by a shield, is featured. 

The plaintiffs’ trade-mark was registered in the class of laun- 
dry starching and chemical laundry washing compounds, while the 
defendant’s word “ Nodust,” in the shield, is used as a label upon 
a green powder for sweeping. 

It would seem that a registered trade-mark (in the class of 
laundry starching and chemical laundry washing compounds) 
could not be properly used as the trade label of a package con- 
taining a germicide sweeping powder; yet the court feels that the 
choice of such words as “‘ Nodust” and “ Norub” limits the indi- 
viduals placing such products upon the market to a very narrow 
field. (Florence Mfg. Co. v. J. C. Dowd & Co., supra.) 

Similarity in the words and the general suggestion that such 
articles are for kitchen or household work make it evident that 
any one who places such a product upon the market is attempting 
to sell it for related or analogous purposes and to satisfy the same 
trade which would purchase other products of the sort. The 
court thinks, therefore, that general property rights in a line of 
articles for household use, identified by a shield (and for a part of 
which the shield has been registered as a trade-mark), does furnish 
sufficient basis for a decree that, within the same field, no other 
person should use, as a distinctive feature, any similar device. 

The shields in this case are similar. The very fact that the 
““Nodust”’ is put inside of the shield, whereas in the plaintiffs’ 
article the word “Norub” is outside of the shield, indicates a 
purpose on the part of the defendant to have the shield bear some 
relation to the title placed upon the article. 

The case, even though it does not seem to involve infringement 
of the registered trade-mark, shows sufficient possible and proba- 
ble injury to direct the defendant not to use a shield of the same 
design as that of the plaintiff. The possibility of extending the 
use of the device by the defendant to other articles of the same 
general class, or the possibility of the use by the plaintiff of the 
registered trade-mark upon other articles, that would be recognized 
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by the trade as being sold to the same general class of customers, 
would seem to make it proper for a court of equity to grant relief 
to the extent of directing the defendant to avoid what comes 
within the realm of unfair competition, in associating the title of 
his product with the distinctive device of a shield. 

While there can be no decree based upon the registered trade- 
mark itself, there should be a decree directing the defendant not 
to associate a shield of this particular shape with his name and the 
title of the article, as that seems to involve unfair competition. 


Frep GRETSCH MANUFACTURING CompaANy v. MiIcHAEL E. 
SCHOENING and Dup.Ley Fie~tp MaAtons, the latter 
Collector of the Port of New York 
(New York Law Journal, March 31, 1916) 


United States District Court 
Southern District of New York, March 30, 1916 


1. TrapE-Marks—TIt.Le. 

A domestic dealer who has an exclusive sales contract with a foreign 
manufacturer, is entitled to register in the United States patent office in his 
own name the trade-mark placed on the goods by the manufacturer; but he 
cannot prevent the importation into this country of genuine goods bearing the 
manufacturer’s mark. 

2. TrapE-Marks—INFRINGEMENT—WHAT CONSTITUTES. 

The test of infringement is not, whether the business of the trade-mark 
owner is injured, but whether the public is likely to be deceived. 

On motion for preliminary injunction. Granted, pending 


an appeal. 


Mueller, of Saxony, has for many years (certainly over twenty) 
manufactured in Germany a kind of violin string, to which he has 
applied the trade name “Eternelle.” It long ago became and still 
is well and favorably known by that name. 

In 1896 the defendant Schoening became Mueller’s exclusive 
agent in the United States for the space of ten years. That agency 
is in writing, and by various extensions is still in force. 

In 1908 Schoening registered in the Patent Office, as a trade- 
mark “for strings for musical instruments,” the word “ Eternelle.”’ 

In his petition or declaration Schoening stated that he believed 
himself “‘to be the owner of the trade-mark sought to be registered 
* * * and that the trade-mark (had) been in actual use as a 
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trade-mark of the applicant and applicant’s predecessors, from 
whom title was derived, for ten years next preceding the passage 
of the Act of February 20, 1905.” 

As a matter of fact, Schoening’s use of the trade-mark is 
solely upon goods made by Mueller and sent to Schoening for sale, 
or sold direct to others by Mueller upon Schoening’s order. The 
latter does not make any violin strings and never has done so. 
His object in registering the trade-mark was to protect himself in 
his business of selling Mueller’s “Eternelle”’ strings. 

After the granting of this trade-mark registration, Schoening, 
pursuant to section 27 of the Trade-Mark Act above referred to, 
served notice through the Secretary of the Treasury upon divers 
collectors of customs (including that official at the Port of New 
York) of the fact of such registration, and demanded in substance 
that violin strings marked “Eternelle’’ should not be admitted 
into the United States. 

Plaintiff is a dealer in musical instruments, and was once a 
customer of Schoening’s. Of late years, however, Schoening has 
refused to serve him. He asserts that having bought of one 


Gumpert of Berlin certain genuine Mueller “Eternelle”’ strings, 

he caused the same to be sent to this country. On arrival in New 

York they were refused entry on account of Schoening’s trade-mark, 
ry Y on) 


and the notice served on the Collector of Customs at New York 
regarding same. 


This action is brought for the purpose of compelling Schoen- 
ing to withdraw the notice or protest against importation hereto- 
fore filed, and to compel the collector of this port to pass said 
violin strings if they are found to be otherwise entitled to entry. 

The motion for preliminary injunction is for exactly the 
same relief as is prayed for in the bill. 


Isaac B. Owens for plaintiff. 

Allan D. Kenyon for defendant Schoening. 

John E. Walker, Assistant United States Attorney, for the 
Collector of Customs. 


Hovau, D. J.:—The first question raised by this motion is 
whether Schoening’s registration of Mueller’s well known trade- 
mark was valid, i. e., within the permission of the Act of 1905. 
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So far as authority goes I do not think it can be said that the 
point is settled. The defendant cites MacMahan, &c., Co. v. 
Denver, &c., Co. (113 Fed. Rep. 468), Gorham Co. v. Weintraub (196 
Fed. Rep. 957 [2 T. M. Rep .221]), Bissell Plough Works v. Bissell 
Plough Co. (123 Fed. Rep. 357), Tennant v. Dunlop (33 S. E., 
[Va.], 620), Yale v. Yale (30 C. G., 1183), Godilloc v. Am. Grocery 
Co. (71 Fed. Rep. 873), Hughes v. Alfred H. Smith Co. (205 Fed. Rep. 
302 [3. T M. Rep. 375]), which in my judgment appear to estab- 
lish no more than the well known propositions that a trade-mark 
must be appurtenant to a business; that there is no such thing as 
a trade-mark in gross, and that it is no objection to the existence 
or registration of a valid trade-mark that the business protected 
by such mark and connected therewith consists in dealing in im- 
ported articles, or in articles neither manufactured nor designed 
by the trade-mark registrant and owner. But upon the reason of 
the matter I perceive no objection to Schoening’s registering 
Mueller’s trade-mark as long as Mueller gave to him a monopoly 
of his (Mueller’s) business in America. 

The very object of the contract between Schoening and 
Mueller was to carve out of Mueller’s business a portion thereof 
and confer it upon Schoening, and it seems to me to necessarily 
follow from that business arrangement between these two men 
that when Schoening had the business he had the right to protect 
it pursuant to the Act of 1905. 

It is therefore held that Schoening is and for several years 
has been the lawful owner of the trade-mark “Eternelle” as 
applied to violin strings. 

It is still, however, the orthodox view of trade-marks to hold 
that they are designed for the protection of the public and not 
primarily for the benefit of the proprietor. This view has always 
seemed to me a curious inversion or perversion of business facts 
known to every observing man, but it has affected the whole line 
of cases relating to trade-mark protection. The test of infringe- 
ment is not whether the business of the trade-mark owner is injured, 
but whether the public (i. e., that public which buys the thing in 
question) is likely to be deceived by the alleged simulation of trade 
name or mark. Frequently these two things are equal to the 
same thing, and therefore equal to each other. Yet every observer 
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knows instances in which it cannot be shown that the public is 
deceived, yet it is obvious that the trade-mark proprietor’s business 
is greatly injured. 

Therefore I assume that the object of the Act of 1905 and all 
decisions made thereunder is not primarily to protect the proprietor 
of a trade-mark (however just and lawful may be his proprietorship), 
but only to protect him from such infringements as may deceive 
the public. It is now settled (Thaddeus Davids Co. v. Davids, 233 
U.S., at 471 [4 T. M. Rep. at page 182]) that under the present act 
it is not necessary to establish any wrongful intent on the part of 
a defendant accused of trade-mark infringement. 

“Having duly registered under the act the plaintiff would be 
entitled to protection against any infringing use,” but what is an 
infringing use must be determined as heretofore. 

In this case there is no moral doubt that plaintiff seeks to 
bring into the United States genuine “Eternelle”’ strings made by 
Mueller, although there is considerable doubt whether he has 
established this fact. 

I incline to think that in strictness of law there is no denial 
of the allegation of the moving papers that the mark upon the 
goods now in the custom house is that shown on Exhibit B1 (part 
of the moving papers), and also that it is not denied that Schoening’s 
trade-mark is shown on Exhibit B (also a part of the moving papers), 
and that from these exhibits, without any reference to the bill 
said to have been obtained by Gumpert from Mueller, the court 
is entitled to hold that the trade wrapper of B1 is Mueller’s, and 
the contents thereof presumably genuine. That the trade-marks 
are the same mere casual inspection shows. 

Therefore the final question presented becomes this: Has the 
Act of 1905, by its section 27, modified the law (in respect of trade- 
marked articles) as laid down in (among other cases) A pollinaris 
Co. v. Sherer (27 Fed. Rep. 18) and Russia Cement Co. v. Frauenhar 
(133 Fed. Rep., 518)? 

If it were not for this section of the statute it could not be 
doubted that Schoening’s exclusive selling agency could not prevent 
the plaintiff from doing what it now seeks to do. Nor could 
Mueller, by any form of agreement with an American resident, 
effect such prohibition. 


228 SIX TRADE-MARK REPORTER 


Section 27 seems to me to contain these words operative in 
the present case: 

“No article of imported merchandise * * * which shall 
copy or simulate a trade-mark registered in accordance with the 
provisions of this act * * *_ shall be admitted to entry at any 
custom house of the United States.” 

How can it be said that Mueller’s genuine trade-mark on his 
genuine goods, as used by him long before any registration by 
Schoening, either copies or simulates that which Schoening has 
recorded? Plainly there is no copying or simulation unless it is to 
be held that the introduction of genuine goods into the United 
States as against a registration of the trade-mark on those goods 
by an agent of the only manufacturer is now to be called either 
copying or simulation. This, I think, cannot logically be done. 

To put the matter another way, I incline to the opinion that 
the only effect of section 27 is to give to a lawful trade-mark pro- 
prietor a new remedy against those things which infringe his trade- 
mark, i. e., counterfeits, copies or colorable evasions, but that the 
act does not change the law in respect to genuine goods, as to which 
the doctrine of the Apollinaris case still applies. 

It must follow from the foregoing that since plaintiff has no 
other remedy, and the question is one arising under a law of the 
United States, the plaintiff is entitled to have from this court a 
mandatory injunction requiring Schoening to cancel and retract 
as to the genuine goods of Mueller his notice to the Treasury De- 
partment. 

It cannot, however, be said that the question is free from legal 
doubt, though I have no doubt whatever as to the facts. I have 
also considerable doubt as to the plaintiff’s moral position in a 
business sense. He is trying as best he can to “beat” and evade a 
fair and lawful agreement between Mueller and Schoening. 

It appears to me finally that the question is one that ought to 
be settled by controlling authority, and that promptly. I shall 
therefore award an injunction as prayed for, but suspend its opera- 
tion provided that the defendant takes an appeal within ten days 
from the entry of the order granting injunction. If such appeal 
is not taken the injunction will become operative. 


[Note:—An appeal has been taken from this decision and the opinion of the 
higher court should be awaited with much interest, since this is probably the first 
time that this question has been raised in the courts of this country. 
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Several questions naturally present themselves in connection with this unique 
litigation. The court distinctly holds that the agent owned the mark in this coun- 
try and was entitled to register it in the United States patent office in his own 
name, but that in spite of this registration he could not prevent the importation 
into this country of genuine goods bearing the manufacturer’s trade-mark. It is 
clear enough that if the agent owns the mark in this country, he is entitled to regis- 
ter it in his own name, but having been allowed to register it in that manner must 
he not be accorded the protection of the law in preventing the importation by others 
of goods which bear his mark? 

On the other hand, if the agent is not the owner of the mark in this country, he 
is not, under the statute, entitled to the registration. And how can he be the owner 
of the mark by virtue of a mere contract, whereby he controls the importation dur- 
ing a term of years, of goods bearing the trade-mark of another? 

Moreover, the question arises, what would be the status of the registration 
standing in the name of the agent if, at some future date, the contract for ex- 
clusive handling of the goods should be terminated by lapse of time or otherwise, 
and a new agent appointed? The registration can hardly be a provisional one, de- 
pendent upon the existence and continuance of the contract. And yet, if the new 
agent could not obtain a cancellation of the registration, by a showing of his interest 
in the mark, and procure a registration in his own name, how could he make himself 
immune from interference by his predecessor, and why should he be treated with 
less consideration than the latter? It would seem that this decision, if sustained, 
will go far to increase the uncertainty which already surrounds rights of property 
in trade-marks. 


Howarp v. Lovett, et al. 


Michigan Circuit Court 
Wayne County, February 24, 1916 
UnratR COMPETITION—SIMULATION OF TRADE-MARK. 
The proprietor of a particular vaudeville act which has been identified 
for five years by the use of the name “‘ Mercedes,”’ may restrain the use of that 
name in connection with another similar vaudeville act, even though the 


leading actress therein whose name is “Mercedes” was formerly connected 
with the original act and gave it the name. 


In Equity. On final hearing. Decree for plaintiff. 


George W. Bates and Leo M. Butzel, of Detroit, for complainant. 
Angell-Bodman & Turner, of Detroit, for defendants. 


Perkins, Wiis B., Circuit Judge:—The plaintiff claims 
that he is entitled to the exclusive use of the word “Mercedes” 
in connection with the production of a certain vaudeville play 
which he claims he has been producing for the last five years and 
upwards; that he originated the word “Mercedes” in connection 
with this act, and applied it to the act and has continued to apply 
it to the act during those years; that the act has been very success- 
ful and is now producing a large income for himself and those 
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associated with him; that the act is well known and is produced 
only at the best vaudeville theatres in this country as a headliner, 
so-called. 

The defendants claim that the word “Mercedes” is Miss 
Crane’s middle name; that her name is Elizabeth Mercedes Crane; 
that she became associated with the defendant Lovett something 
less than a year ago in the production of a play or act similar to 
the production of the plaintiff’s, but which is varied somewhat by 
some additional features which have been added to the act; that 
her part in the production is substantially the same now under the 
direction of Mr. Lovett, as when she was connected with the 
plaintiff in 1910. 

She claims that she was the essential feature of the act as 
produced by the plaintiff when he produced this particular play 
in 1910. She claims that she was instrumental in originating it; 
that her father had more or less to do with the origin of this particu- 
lar act, and that when she and the plaintiff began producing it 
they were partners, she receiving one-half of the net proceeds of 
their joint venture. That for some time the plaintiff and the 
defendant Crane continued to produce this act until finally dis- 
agreements arose which separated them, she returning to her home 
in Chicago and obtaining employment elsewhere. 

The plaintiff denies that there was any partnership between 
the parties, in this, that the act was exclusively his idea, that he 
employed the defendant Crane to assist him in the production of 
the act and that that is as far as she had any connection with it. 

After the separation of the parties the plaintiff employed 
another lady to take Miss Crane’s part and from that time on the 
act itself, not the performer, was called “‘Mercedes,’’ and the 
word “Mercedes” has been applied to the act itself from that 
time on and until this day. 

It seems from the testimony of the defendants that the de- 
fendant Lovett conceived the idea of putting on a similar act, as I 
have said, a year ago; that he employed Miss Crane to assist him 
in producing the act, which is in substance the same act in its 
essential features as the act of the plaintiff; that a trial perform- 
ance or a series of performances were given in Chicago, later in 
Davenport, then in Winnipeg and still later in Cincinnati. 
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The advertisements that were used in Cincinnati are before 
the Court. At first the act was called “Concentration” but the 
advertisements in Cincinnati show that emphasis is given to the 
word “Mercedes”’ in connection with the name Crane. Adver- 
tisements of the defendants performance that were distributed in 
Detroit recently also gave emphasis to the word ‘“ Mercedes,” 
which is the feature word of the advertisement. The word Crane 
is placed in small letters in all of these later advertisements, and 
it is because the plaintiff claims that the defendants are using un- 
duly the word “Mercedes,” thereby taking away from him that 
which he claims is his own, that this proceeding is instituted, and 
the plaintiff claims that the defendants should be restrained abso- 
lutely from using the name “ Mercedes” in connection with their 
production. 

The defendants on the other hand claim that because the name 
“Mercedes” is the middle name of Miss Crane she has a right to 
use it in connection with the production of the defendants, and 
because of the further right which was hers, and which she never 
abandoned, while she was associated with the plaintiff, when her 
middle name was used in connection with the plaintiff’s production 
at that time. And the defendants pray that the plaintiff be 
restrained from the use of the name “ Mercedes,”’ and that he be 
required to account for the profits that he has made. Both sides 
ask, in other words, for a permanent restraining order, each against 
the other and for an accounting of the profits each may have made 
out of the use of the word “ Mercedes.” 

I think I have sufficiently stated the substance of the pleadings 
and claims so that the real issue involved may appear clearly to all 
of us. This is as to whether the plaintiff may exclusively use this 
word “Mercedes”’ in connection with his vaudeville production. 
It was conceded by both sides at the beginning of the hearing that 
that was substantially the issue to be determined by the Court. 
There is no complaint against the defendants by the plaintiff that 
in the production of this particular vaudeville act by them they 
may use the word “Concentration,”’ or any other word they may 
choose to select, it is the use by the defendants of the word 
““Mercedes”’ that must be determined. 

I think it appears beyond question that the word “ Mercedes” 
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in connection with this particular vaudeville act has become a 
valuable asset to the plaintiff and would be a valuable asset to the 
defendants if they could appropriate it and use it. The fact that 
it is a valuable asset is the fact which leads both parties into a 
court of equity to restrain the other from its use. 

The principal contention of the defendants that the word 
““Mercedes”’ is a part of Miss Crane’s name, and therefore they 
have an exclusive right to use it is not controlling by any means. 
A name may be used without question if the use of it does not 
infringe upon the rights of another in the prosecution of his busi- 
ness, whereby the public is likely to be misled, as has been said 
by counsel. 

This question of the right to use names in connection with 
one’s own business, particular names, proper names, common 
names, any name, has been before the courts a number of times in 
this and other states. It seems to me that the question involved 
here has been determined by the decisions of our own court, and 
it is not necessary to go outside of Michigan to find the law fully 
and completely stated. The case of Lamb Knit Goods Co. v. 
Lamb Glove & Mitten Co., is a case where the use of a proper name 
was enjoined under the circumstances shown there, because its 
use by the latter concern, in the judgment of the court, would 
lead to confusion; the public would be misled in dealing with the 
two institutions and would be unable to determine by the use of 
that name which of the two they were really dealing with. Ina 
case that arose in this city, I think of Pemberthy Injector Co. v. 
Lee, a similar question arose and the use of the word Pemberthy 
was enjoined. There is another case that arose in this city, the 
Dime Savings Bank case, I think it was the Michigan Savings Bank 
v. Dime Savings Bank, in which a restraining order was issued in 
order that confusion might be avoided. I am not quite sure about 
that, but it was another case involving the use of a proper name. 

It seems to me that the law is so well settled along this line 
that it is hardly worth while to discuss it or argue it. The books 
are full of cases in which parties have been restrained from using 
their own names in a way to appropriate the good will of a business 
already established by others under that particular name, and 
that is this case exactly. 
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Assuming all that the defendants claim to be true, still it 
appears undisputed on the record, that from 1910 down to the 
present time plaintiff has used the name “ Mercedes”’ in connection 
with this particular production, and that it has been during these 
five years that the name has achieved its notoriety, its importance, 
its association with the act itself,—its popularity, its money making 
qualities. It also appears that within the past eight months the 
defendant Lovett, in connection with Miss Crane, who was for- 
merly associated with the plaintiff, produced a similar act and used 
Miss Crane’s middle name, which happens to be “ Mercedes,” as 
featuring principally the act. 

It does not make any difference whether up to 1910 while 
Miss Crane was associated with the plaintiff, she was called Mer- 


cedes and designated as Mercedes upon the advertisements of the 
plaintiff or not. She claims that is the fact. The plaintiff claims 
that the word ‘“‘Mercedes”’ was used to designate the act, but 
that is not very material. The fact is that for five years the act 
itself has been described as ‘‘ Mercedes,’’ and that it has gained 
its popularity, its popular favor as an act known as “ Mercedes,”’ 


and as I have said during the last year the defendants have been 
using this word, and I think unlawfully. 

I think, however, as to the profits the defendants may have 
gained by the unlawful use of this name, that they better be 
eliminated. 

An injunction, plain, simple, and in a few words, will be 
issued restraining the defendants, and each of them, from the 
further use of the word “Mercedes” in connection with their 
production. 


Morris et al v. ALTSTEDTER 
156 N. Y. Sup. 1103) 


New York Supreme Court 
Special Term, New York County, January 20, 1916 


1. Unrarr Competition—JurispICTION—AcTs IN ForEIGN COUNTRIES. 

Unfair competition in trade is cognizable in a court of equity, because of 
its essentially fraudulent character, and the presumption is that the law in 
the foreign countries where any part of the fraudulent business was carried on, 
is the same as our own. 
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2. Unratr Competition—Wuat Constitutes—Acts IN Foreign CouNTRIES. 
Where the defendant attempted to purchase goods from the plaintiff 
and on failure to agree as to the price, began in Canada the manufacture of 
goods made by photographic reproduction in exact imitation of the plaintiff's 
goods, such acts constitute unfair competition and may be enjoined in a court 
of the United States. 


On motion for an injunction pendente lite. Granted. 


Goldman, Heide & Unger, of New York City, for plaintiffs. 
Morris & Samuel Meyers, of New York City, for defendant. 


NeEwsurGER, J.:—Plaintiffs allege: That they are manu- 
facturers and publishers of novelties, and more particularly wood- 
enettes and placquettes, and that they have built up a large 
business in the sale of their merchandise in the United States and 
in foreign countries, more particularly in the Dominion of Canada. 
That in or about the year 1910 they originated, manufactured, and 
sold a series of artistic placques and mottoes which are known to 
the trade as woodenettes, and which consist of an elongated placque 
or plate made of paper, having a surface ornamentation to imitate 
grained wood, suitably strengthened at its ends by wooden cleats 
and provided with a cord whereby it may be suspended, and bearing 
upon the front face in artistic original type an illuminated motto. 
That since these woodenettes were first introduced to the trade by 
plaintiffs the demand has been very large, and the plaintiffs have 
done a large and growing business in the manufacture and sale 
thereof, both in the United States and in the Dominion of Canada. 
That on or about the 18th day of June, 1915, the defendant Alt- 
stedter requested the plaintiffs to fix a price at which they would 
sell him the said woodenettes in lots of 100,000 and 200,000, and 
that the plaintiffs fixed the price at $62.50 per thousand. The 
defendant objected to the price and did not order the goods. That 
since the woodenettes have been put on the market the plaintiffs 
have sold about 950,000. That since September, 1915, the de- 
fendant has sold to merchants in Canada large quantities of goods 
similar in design, appearance, style, and wording, so much so 
that the imitation could only have been made up from photo- 
graphic copies of those made by the plaintiffs, but that the same 
are inferior to the quality of those manufactured by these plain- 
tiffs. That the defendant Altstedter has a residence in this city 
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and does business here under the name of the National Picture 
Frame & Art Company, and that he is also conducting business in 
Canada under the same name and title. 

The defendant admits that he conducts business in Toronto, 
Canada, under the same name and title as that conducted by him 
in this city, but claims that said business, although owned by him, 
is conducted and managed by one Jacobson, and that the said 
woodenettes and mottoes sold by him in Canada have been 
manufactured within the said Dominion of Canada. But the de- 
fendant does not deny that the proceeds of the sale of such wood- 
enettes and mottoes are received by him. In other words, his 
sole contention is that the same were not manufactured in the 
United States, but are manufactured in the Dominion of Canada, 
and that the plaintiffs’ trade-mark was never registered in Canada. 

This is a proceeding to enjoin the defendant, not only for 
the infringement of the trade-mark, but unfair competition. The 
defendant cites in his brief the case of Vacuum Oil Co. v. Eagle 
Oil Co. ({C. C.] 122 Fed. Rep. 105), which was decided on March 
3, 1903, but he seems to have overlooked the same case in (C. C.) 
154 Fed. Rep. on page 867, and decided on June 18, 1907. In the 
latter case the court held, at page 875: 

“Tt is not founded upon any foreign statute, nor has such been pleaded, nor 
does it make any difference whether the complainant’s trade-marks are valid 
in Germany or not. The presumption is that the law in the foreign countries 


where any part of the fraudulent business was carried on is the same as our own, 
and that fraudulent acts are unlawful there as here.” 


And judgment was decreed in favor of plaintiff. This case 
was affirmed in 162 Fed. Rep. at page 671, 89 C. C. A. 463. 

It has been repeatedly held that an act that violates the law 
of fair dealing and good conscience must be of universal recogni- 
tion. Unfair competition in trade is made cognizable by a court 
of equity, because of its essential fraudulent character. (See 
Hopkins on Trade-Marks, p. 41; Lawrence Mfg. Co. v. Tennessee 
Mfg. Co., 188 U. S. 537, 11 Sup. Ct. 396, 34 L. Ed. 997.) It has 
also been held that, while the action is founded upon fraud, it is 
also of a transitory character, and the fact that some of the fraud- 
ulent acts were committed outside of the jurisdiction of this state 
or the United States will not avail the defendant. (See McKenna 
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v. Fisk, 1 How. 241, 11 L. Ed. 117; Mitchell v. Harmony, 13 How. 
115, 14 L. Ed. 75; Dennick v. Cent. R. R., 103 U.S. 11, 26 L. Ed. 
439.) 

I am therefore of the opinion that, in view of the conduct of 
the defendant, it not being denied that he attempted to purchase 
from these plaintiffs goods, and upon their failure to agree upon 
the contract price that he, in going into the Dominion of Canada 
and manufacturing articles similar to those which the plaintiffs had 
manufactured for years, did so for the purpose of injuring these 
plaintiffs, and that such acts undoubtedly come within the defini- 
tion of unfair competition. 

The motion for an injunction pendente lite must therefore be 
granted. Settle order on notice. 





D. H. Burreti & Co. v. SimpLex Evectric HEATING Co. 
(225 O. G. 727) 


District of Columbia Court of Appeals 
February 7, 1916 


1. TRADE-MARKS—NAME OF CORPORATION. 

The word ‘‘Simplex”’ is not registrable as a trade-mark owing to the ex- 

istence of a corporation named “Simplex Electric Heating Company.” 
2. Trape-Marks—Opposition—Res ADJUDICATA. 

Where the registrability of a trade-mark for apparatus for heating, cooling 
and pasteurizing milk was determined in a prior opposition proceeding, the 
registrability of the same mark for similar apparatus heated by steam is res 
adjudicata. 

3. TrapE-Marks—OpposiITION—AMENDMENT OF APPLICATION. 

After an applicant has been defeated in an opposition proceeding, he may 
be permitted to amend his application but he must eliminate therefrom every 
ground of controversy which was involved in the opposition proceeding. 


For the decision of the commission of patents from which this 
decision is taken, see 5 T. M. Rep. 466. 


Mr. Wm. F. Hall for the appellant. 
Mr. Nathan Heard and Mr. F. A. Tennant for the appellee. 


Ross, J.:—Appeal from a decision of the Patent Office sus- 
taining the opposition of the appellee to the registration by the 
appellant of the word “‘Simplex”’ as a trade-mark for— 


steam heated apparatus for pasteurizing milk and apparatus for cooling milk. 
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On March 15, 1912, appellant filed an application for the 
registration of the word “Simplex” as a trade-mark “for appa- 
ratus for heating, cooling and pasteurizing milk.” Thereupon 
the appellee filed its opposition, setting forth that it had sold under 
this mark for many years a great variety of heating apparatus, in- 
cluding milk-warmers, instrument-sterilizing pans, electric stoves, 
electric heaters, flask-heaters, etc. Testimony was taken by both 
parties and a hearing before the Examiner of Interferences re- 
sulted in a decision that the applicant, appellant here, was not en- 
titled to the registration for which it had made application. From 
this decision no appeal was taken. 

After the above decision of the Examiner of Interferences 
became final, appellant by amendment changed the application 
to its present form. Thereupon the appellee again filed a notice 
of opposition alleging, first, that the decision in the prior inter- 
ference was res adjudicata and, second, that having been incorpo- 
rated prior to the date of adoption of the mark by the applicant, 
registration was prohibited by the Trade-Mark Act. No further 
testimony was taken, but it appears that the testimony taken in 
the prior interference was considered in this. The Patent Office 
tribunals were persuaded that the first ground of opposition was 
not well taken, but sustained the second on the authority of As- 
bestone Co. v. Carey Mfg. Co. (41 App. D. C. 507 [4 T. M. Rep. 
161]) and other cases in this court. 

While the conclusion of the Patent Office that this case is 
ruled by the Asbestone decision clearly was correct, we deem it our 
duty to discuss the other question raised, to the end that what we 
conceive to be a mischievous practice may be arrested. 

The two interferences were between the same parties, and 
involved the same mark. In the first interference, appellant 
sought registration of “Simplex” as a trade-mark for apparatus 
for heating, cooling and pasteurizing milk. In the application of 
the present interference, the source of the heat is restricted to 
steam, and that is no change at all, so far as the question now 
under consideration is concerned. We say this because it is too 
obvious to require argument that under the decisions of this 
court it made no difference whether the source of the heat was 
steam or electricity, provided the devices heated were capable 
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of substantially the same use. ‘The use of the word as a trade- 
mark in connection with the sale of goods of one class would 
preclude its registration as a trade-mark for the goods of the other. 
This question was involved in the prior interference, and when the 
decision in that interference became final it put an end to the con- 
troversy. (Blackford v. Wilder, 28 App. D. C., 535; in re Boston 
Wine & Spirits Co., 89 App. D. C., 421 [3 T. M. Rep. 191]; Sutton 
et al v. Wentworth, 41 App. D. C., 582; in re Herbst (6 T. M. Rep. 
137]. After an applicant has been defeated in an opposition pro- 
ceeding, he may be permitted to amend his application, but he 
must eliminate therefrom every ground of controversy which was 
involved in the opposition proceeding, for unless he does so that 
proceeding is rendered abortive and a second controversy started 
over a question that the prior decision put at rest. 
The decision is affirmed. 


[NotE:—See in re United Drug Company and note, 6 T. M. Rep., 101; Mans- 
field Tire & Rubber Company v. Ford Motor Company, and note, 6 T. M. Rep., 141.] 


In Re Unitep Srates Tire Company. 
225 O. G. 1107) 


District of Columbia Court of Appeals 
February 7, 1916 


1. TrapE-Marks—DescriptivE Worps. 
It is the settled law that a trade-mark which represents the class, grade, 
style or quality of the goods to which it is applied is not registrable. 
2. Trape-Marks—DescriptiveE Worps. 
The word ‘‘chain” is descriptive of rubber vehicle tires which have a 
representation of a chain moulded on the tread to prevent skidding or slipping. 
For the decision of the commissioner of patents from which this 


appeal is taken, see 5 T. M. Rep. 461. 


Mr. E. W. Vaill for the appellant. 
Mr. William R. Ballard for the Commissioner of Patents. 


Van OrspvEL, J.:—Applicant company appeals from the de- 
cision of the Commissioner of Patents refusing it registration of 
the word “Chain” as a trade-mark for rubber vehicles-tires. 

It appears that a design patent, No. 43, 454, was granted ap- 
plicant for a rubber tire having molded on its tread the simulation 
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of achain. This tire is in wide use, and the chain-links embossed 
on the rubber tread perform a valuable function in preventing skid- 
ding or slipping. These tires are advertised and known as the 
“chain type tires.” They may, with equal propriety, be referred 
to as “chain” or “chain tread” tires. 

It was, therefore, held by the tribunals below that the mark 
sought to be registered relates to the style or character of the goods 
to which it is applied. It is settled law that a trade-mark which 
identifies the class, grade, style or quality of the goods to which it 
is applied is not registrable. (Columbia Mill Co. v. Alcorn, 150 
U. S., 460.) The mark sought to be registered is descriptive of 
the character and style of the goods on which it is used, and clearly 
comes within the inhibition. 

The decision of the Commissioner of Patents is affirmed, 
and the clerk is directed to certify these proceedings as by law re- 
quired. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Name of Patented Article 


Newton, A. C.—Appeal by the Warren Featherbone Com- 
pany, from the decision of the examiner of interferences, dismissing 
its opposition to the registration by the Castlebone Company of 
the word “Castle” for “‘featherbone.”’ “‘Featherbone” is a 
common appellative for a substitute for whale bone, made from 
the quills or feathers of fowls. Opposer or its predecessor regis- 
tered “‘Featherbone” as a trade-mark and obtained patents for a 
product which was designated in the patents “ Featherbone.” 
The court of appeals of the seventh circuit has held that, upon the 
expiration in 1900 of the first of the patents designating the pa- 
tentee’s article as ‘‘ Featherbone,” the public acquired a right to sell 
‘“‘Featherbone’’ under that name, and the name could not there- 
after be monopolized by the patentee as a trade-mark. [Compare 
Warren Featherbone Co. v. J. W. Schloss, et al, 5 T. M. Rep. 273.] 

The applicant does not include “Featherbone” as a part of 
its trade-mark, but asks only for the registration of the word 


“Castle” and the picture of a castle. Even if the opposer had the 
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right to the exclusive use of the word “Featherbone”’ as a trade- 
mark, it is not believed that the applicant’s use of this word as a 
mere designation of his goods would substantially “damage” 
opposer. Decision of the examiner affirmed.' 


Goods of the Same Descriptive Properties 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register the words “Golden Rod” as a 
trade-mark for butter, because of a prior registration of the same 
words for condensed milk. 

The Patent Office does not regard butter and condensed milk 
as of the same descriptive properties. The decision of the exam- 
iner should be reversed. (Citing: Lawrence v. Sharpless Co., 203 
Fed. Rep. 762 [3 T. M. Rep. 211]; Lawrence v. Licking Creamery 
Co., 206 O. G. 589 [4 T. M. Rep. 444].)? 


Res adjudicata 


Ew1nc, C.—The United States District Court has held, in 


litigation between the same parties, that in 1898 Macewilliam 


assigned to the predecessor of the President Suspender Company 
his entire business in the manufacture and sale of suspenders, 
together with the good-will, trade-marks and exclusive right to 
use his patent. This finding will be accepted here and Macwilliam 
is, therefore, held not to be entitled to the registration.’ 


On What Goods 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks refusing to register a trade-mark for coupons, trading 
stamps, leaflets, circulars, catalogs, posters, labels and the like. 

A trading stamp is a vendible commodity and the identifica- 
tion of the issuer is a matter of some importance. A trade-mark 
for trading stamps has been registered prior to this time. The 

1 The Warren Featherbone Company v. Castlebone Company, 117 Ms. Dec.» 
117, June 16, 1915. 

2 Ex parte, Latows Specialty Company, 118 Ms. Dec., 381, December 11, 1916. 


3 President Suspender Company v. Hugh J. Macwilliam, 118 Ms. Dec., 492- 
493, February 5, 1916. 
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decision of the examiner of trade-marks is therefore reversed. 
(Citing: Paul v. Virginia, 8 Wall. 168; Ex parte, Jewelers Security 
Alliance, 114 Ms. Dec., 134.)! 



















Review by Petition 


Ewinc, C.—Where the matter is appealable, a petition to 
the commissioner will be denied.” 


Color 





Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing registration of a blue fibrous core, as a 
trade-mark for wire rope. Since a colored strand is the only way 
to mark a rope, and since it is desirable to know the manufacturer 
of a particular piece of rope in case of accident resulting from the 
breaking of the rope, the decision of the examiner should be re- 
versed. 

The general rule that color does not constitute a trade-mark 
does not apply in this case because, from extensive litigation, the 
public has been educated to look for a colored strand in rope. 
(Citing: Leschen & Sons Rope Co. v. American Steel & Wire Co., 
164 O. G. 978 [1 T. M. Rep. 42]; in re Eagle Pencil Co., 185 O. G. 
1383 [3 T. M. Rep. 64]; in re Kane, 9 O. G. 105; Ex parte, Landreth 
31 O. G. 1441; Leschen & Son Rope Co. & Broderick v. Bascom 
Rope Co., 201 U. S. 166; Indianapolis Brush & Paint Mfg. Co. v. 
Jos. Lang Co., 2'T. M. Rep. 386; Diamond Match Co. v. Saginaw 
Match Company, 142 Fed. Rep. 727; Newcomer & Lewis v. Scriven 
Co., 168 Fed. Rep. 621.)' 
















Label Registration—Descriptiveness 


Newton, A. C.—Appeal from a decision of the examiner, 
refusing to register an oval shaped label, consisting of a band or 
scroll, containing the words “Finest American Manufacture- 


1 Ex parte, United Manufacturers Service Corporation, 118 Ms. Dec., 291, 
November 27, 1915. 

2 Ex parte, Nopn Manufacturing Company, 118 Ms. Dec., 470, February 2, 
1916. 

3 Ex parte, Durable Wire Rope Company, 118 Ms. Dec., 370, December 30, 
1915. 
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Hand Made,” surrounding a colored field on which there appears 
the picture of a Belgian hare and the words “ Belgian Hare Felt- 
Extra Quality,’’ on the ground that the label does not describe 
the goods for which it is intended. 

Held, that the word “Belgian Hare Felt-Extra Quality” 
sufficiently describes the goods to warrant the registration of the 
label, since if the applicant had presented these words for regis- 
tration as a trade-mark applied to hats, it would probably have 
been met with the objection of descriptiveness. ‘To comply with 
the requirements that a label must describe the goods, it is not 
necessary that the label should specifically name the article to 
which it is attached.! 


Effect of Disclaimer 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks refusing to register a trade-mark, the principal feature 
of which is a maltese cross, in view of two prior registrations, con- 
taining such a cross, for the same goods. 

The fact that the two registrations have been allowed does 
not show that the maltese cross is publici juris. Moreover, the 
applicant’s disclaimer is of no avail, so long as the cross appears in 
the mark. The consent of the prior registrants, or proof that 
they are no longer using the mark, is necessary to the registration. 
(Citing: Fischbeck Soap Co. v. Kleeno Mfg. Co., 216 O. G. 663 
[5 T. M. Rep. 327].)? 


Descriptive Marks 


Newton, A. C.—Appeal from a decision of the examiner of 
interferences dismissing the petition to cancel the word “Tex” as 
a trade-mark for embroidery foundations, including certain letters, 
emblems and the like, made of papier mache and gummed on one 
side so that they may be fastened to cloth and covered by embroid- 
ery. 

Although the foundations are covered with cloth or textile 
so that the papier mache is not carried away with washing, the 

1 Ex parte, Danbury Hat Company, 118 Ms. Dec., 428, January 18, 1916. 


2 Ex parte, Sturges & Burn Manufacturing Company, 118 Ms. Dec., 314, 
December 7, 1915. 
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word “text” is not descriptive, nor is it descriptive of initial or 
text letters, since the word “text” is always used with some other 
word, such as “ Wedding Text,”’ “Shaw Text” and the like. The 
purchasers of these goods are women, and to ninety-nine per cent 
of them, the word “Tex” has no meaning at all. The decision of 
the examiner of interferences is affirmed. (Citing: Enoch Morgan’s 
Sons Co. v. Whittier, 118 Fed. Rep. 657; Celluloid Mfg. Co. v. 
Cellonite Mfg. Co., 32 Fed. Rep. 94; N. K. Fairbank Co. v. Central 
Lard Co., 64 Fed. Rep. 133.)! 


Newton, A. C.—Appeal from a decision of the examiner 
of trade-marks refusing to register the word “Infallible” as a 
trade-mark for smokeless sporting powder on the ground of 
descriptiveness, although affidavits were submitted by the appli- 
cant to show that the word had been in use for fifteen years and 
had acquired a secondary meaning, as indicating the applicant’s 
goods. 


‘ 


The advertising described the powder as “uniform in velocity 
and pattern,” not affected by climatic changes, always in perfect 
condition and always reliable. 

Held, that the mark was not registrable, even though the 
applicant might have the right to protect the mark against unfair 
competition. (Citing: Ex parte, Sauers Mfg. Co., 129 O. G., 
3161.) 


Newton, A. C.—The words “Limestone Brand Phosphate” 
as a trade-mark for a laxative for rheumatism and similar ailments, 
the initial letter “L’’ extending under the entire word and having 
the words “Trade-Mark Registered” thereon, should be refused 
registration. 

If the preparation contains limestone, the mark is descriptive, 
and if it does not contain limestone, the mark is deceptive.® 


Newton, A. C.—The word “Everlasting” as a trade-mark 
for metallic valves should be refused registration because it is 


! The Initial Company v. G. Reis & Brother, 118 Ms. Dec., 286, November 
27, 1915. 

2 Ex parte, Hercules Powder Company, 118 Ms. Dec., 307, December 4, 1915. 

3 Ex parte, Limestone Phosphate Company, 118 Ms. Dec., 388, December 31, 
1915. 
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descriptive. The applicant’s catalog points out that an admirable 
feature of the valve is its lasting quality. (Citing: Ez parte, 
O’ Reilly, 114 Ms. Dec., 330 [4 T. M. Rep. 407]; Standard Paint 
Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 446; 165 O. G. 97 
{1 T. M. Rep. 10]; Ex parte, Freund Bros. & Co., 169 O. G. 206 
(1 T. M. Rep. 255]; in re Seamless Rubber Co., 153 O. G. 547; 
Florence Mfg. Co. v. Dowd, 178 Fed. Rep. 73; in re Consumers Co., 
140 O. G. 121.)! 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register the word “Economic” for a 
fertilizer distributor on the ground that, from an examination of 
the Century Dictionary, the word was synonymous with the word 
“economical.’’ Held, that the word “ Economic”’ does not convey 
the idea of cheaper or of greater distribution, and since the word 
has been duly registered for other goods, even though it had not 


acquired a secondary meaning, the examiner should be overruled.? 


Newton, A. C.—The word “Peerless,” as a trade-mark for 
brewers dried grains, is descriptive. (Citing: Ex parte, Paragon 
7 g Pp { 


Malt Co., 121 O. G. 690; Ex parte Williams, 66 Ms. Dec., 20.)° 


Ewinc, C.—The word “Indestructible” as a trade-mark for 
voile used for diaphanous dresses which are to be worn over sub- 
stantial foundations of silk or other material, is not in any sense 
accurately descriptive, and while it might be deceptive if taken 
literally, there is no element of deception for experienced purchas- 
ers.* 


Conflicting Marks 


Newton, A. C.—Appeal from a decision of the examiner of 
interferences, dismissing the opposition to the registration of a 
trade-mark, the essential features of which are the word “ Milk- 
man’”’ and the picture of a man with a can of milk on his back 

1 Ex parte, Patterson-Allen Engineering Company, 118 Ms. Dec., 389, December 
31, 1915. 


2 Ex parte, Heuch & Dromgold Company, 118 Ms. Dec., 297, November 29, 
1915. 


3 Ex parte, Penn Grains & Feed Co., 118 Ms. Dec., 440, January 18, 1916. 
4 Ex parte, Hiram Royal Mallison, 118 Ms. Dec., 456, January 20, 1916. 
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enclosed in a wreath, having on either side thereof, a figure of a 
man and woman in Dutch costume. The opposer’s mark con- 
tains the word “Milkmaid” and the picture of a woman with a 
pail of milk on her head and a second pail in her hand. 

As a whole the marks are quite distinct and there is no attempt 
at simulation. The marks have been used in competition for 
many years and in many countries and no litigation has resulted, 
except in Brazil where opposition proceedings were decided against 
the opposers. No actual confusion was proven between the words 
“Milkman” and “Milkmaid.” The decision of the examiner is 
therefore affirmed. (Citing: Sarg’s Sohn & Co. v. Hall & Ruckel, 
165 O. G. 732; 36 App. D. C. 532 [1 T. M. Rep. 49]; Kentucky 
Distillery & Warehouse Co. v. Demsey & Co., 130 O. G. 2373; 
Moore v. Anwell, 172 Fed. Rep. 50; Valvoline Oil Co. v. Havoline 
Oil Co., 211 Fed. Rep. 189 [4 T. M. Rep. 257]; Waterbury Chemical 
Co. v. Reed & Carnick, 200 O. G. 279 [4 T. M. Rep. 125].)! 


Newton, A. C.—Appeal from a decision of the examiner of 
interferences, dismissing the opposition to the registration of the 
word “Neolin” for non-poisonous germicides for medical and 
surgical use, especially prepared for internal administration. 

The opposition is based on prior use of the word “Creolin’ 
as a trade-mark for disinfectants in liquid and powder form, 
deodorants, germ destroyers and sheep dip. 

The marks undoubtedly conflict, but if the application to 
register the word “ Neolin”’ is specifically restricted to preparations 
for internal use, it may be granted. In view of the vagueness of 
the statement at present, it should be refused registration and the 
decision of the examiner is accordingly reversed. (Citing: Landes- 
priv v. Hall, 165 O. G. 732; 36 App. D. C. 532 [1 T. M. Rep. 49]; 
Waterbury Chemical Co. v. Reed & Carnick, 200.0. G. 279; 41 App. 
D. C. 256 [4 T. M. Rep. 125]; Seubert v. Santaella, 136 O. G. 987; 
36 App. D. C. 447; in re Barrett Mfg. Co., 167 O. G. 513, 37 App. 
D. C. 111 [1 T. M. Rep. 122]; Breitenbeck & Strong v. Rosenberg, 
167 O. G. 763; 37 App. D. C. 102 [1 T. M. Rep. 191].)? 


’ 


1 Nestle and Anglo-Swiss Condensed Milk Company and Bordens Condensed 
Milk Company v. Holland Food Corporation, 118 Ms. Dec., 320, December 11, 1915. 
2 Wm. Pearson v. Thomas L. Leeming, 118 Ms. Dec., 324, December 11, 1915. 








ee 
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Newton, A. C.—Appeal from a decision of the examiner of 
interferences dismissing an opposition to the registration of the 
words “Mother Goose”’ and a picture of that mythical character 
riding on a broomstick, as a trade-mark for shoes. Opposer’s 
mark for the same goods consisted of the word “Goose” and a 
picture of a goose with a key in its mouth. 

Opposition sustained since the public would not be liable to 
distinguish between the two marks and would know both as 
““Goose”’ shoes. As a general rule, when a trader adopts a single 
word as a trade-mark, no other trader should be allowed to register 
that word in connection with another word. (Citing: in re Herbst, 
134 O. G. 1565; Gannert v. Ruppert, 127 Fed. Rep. 962; Hutchinson 
v. Covert, 51 Fed. Rep. 832; Ex parte, Caire, 15 O. G. 248; Ex parte, 
Ginter, 22 Ms. Dec., 236; Ex parte, Hillyard, 41 Ms. Dec., 240; 
Ex parte, N. Y. Powder Co., 59 Ms. Dec., 142; Eagle White Lead Co. 
v. Pflugh, 180 Fed. Rep. 579; New Home Sewing Machine Co. v. 
Bloomingdale, 59 Fed. Rep. 284; Lever Bros. Ltd. v. Pasfield, 88 
Fed. Rep. 484; W. A. Gaines & Co. v. Turner-Looker Co., 204 Fed. 
Rep. 553 [3 T. M. Rep. 311]; Chappell v. Sherd, 2 Kay and J, 117; 
Allen B. Wrisley Co. v. Buck, 95 O. G. 2483.)! 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register the word “ Bo-Ka,”’ in view of a 
prior registration of the trade-mark “ Bouquet” for the same goods. 
Since the applicant states in an affidavit that its mark is pro- 
nounced as if spelled “Boker,”’ the mark should be passed for 
publication and registered if no opposition arises.” 

1 International Shoe Company v. Kaut-Reith Shoe Company, 118 Ms. Dec., 
338, December 15, 1915. 


2 Ex parte, No-Vary Products Company, 118 Ms. Dec., 385, December 31, 
1915. 








